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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 7/27/06 (RCE papers) . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^] Claim(s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) 14-18 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-13 and 19-29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10® The drawing(s) filed on 12/14/05 is/are: a)[X] accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 
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THIRD OFFICE ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on July 27, 2006 has been entered. 

Amendments 

2. The amendment submitted July 27 2006 has been entered. Claims 1-29 are pending in 
this application. Non-elected claims 14-18 remain withdrawn from consideration in this 
application. Claims 1-13 and 19-29 have been treated on their merits in this Third Office Action. 

Claim Rejections - 35 USC § 112, First Paragraph 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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4. Claims 8-13, 19-23, 26-27 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a flange having a depth which is specific to those 
particular disclosed functions of the first thickness disclosed in applicant's specification (i.e. see 
the functions described in paragraphs [0017]-[0018] of the specification), does not reasonably 
provide enablement for a flange having a depth which is an unidentified and undisclosed 
function of the first thickness. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims (which allow for any depth and thickness functions 
which are disclosed by applicant or which are not disclosed by applicant, discovered or yet to be 
discovered, etc. . .). Applicant's claims are not enabled for "functions" that are not set forth by 
applicant in the disclosure and therefore the breadth of the rejected claims is not enabled by 
applicant's disclosure since the rejected claims are constructed to allow for "functions" that are 
not disclosed by applicant. 

Claim Rejections - 35 USC § 112, Second Paragraph 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 8-13, 19-23, 26-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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7. Claims 8-13, 19-23, 26-27 are indefinite because they require a "flange portion having a 
depth which is a function of the first thickness 1 ' (e.g. see claim 8, lines 5-6; claim 19, line 4). It 
is note clear what the "function" is. It can not be determined what is (or is not) considered a 
"function" for the purposes of claim interpretation. Since a "function" can be created to describe 
any possible relationship between a flange depth and a first thickness, it is not clear what would 
be excluded by this limitation. 

8. There is no antecedent basis for "the multiple" in claim 21, line 1. In addition, since 
"multiple" generally refers to the product of a quantity by an integer (e.g. see "multiple" - 
Webster's New Collegiate Dictionary, cited on enclosed form PTO-892), it is not clear how the 
multiple can be "between" about 2 and about 3 (claim 19, line 2). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-13 and 19-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicant's disclosure of the prior art in view of Stahara (U.S. Patent 5,273,246). 
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1 1 . Applicant discloses that, in the prior art, increased fuel economy requirements in the 
transportation industries are requiring lighter and lighter vehicles and that one method of 
accomplishing such weight reduction is to reduce the thickness of sheet metals used to form the 
outer skin and interior portions of a vehicle's body (e.g. see Background of the Invention, 
paragraphs [0003]-[0005]). Applicant further discloses that, in the prior art, to couple sheet 
metal panels to other portions of the vehicle frame, thin flanges are typically welded to the sheet 
metal panel and that these weld flanges often are coupled to the sheet metal using weld guns to 
weld the weld flange perpendicular to the sheet metal. Applicant discloses that the weld flange 
is typically planar and has a contact surface equal to the width and thickness of the flange and 
that sheet metal constructions are used when the sheet metal has a thickness of less than or equal 
to 1.2 mm. Applicant's description of the prior art differs from the pending claims in that 
applicant does not disclose whether the prior art welds occur along a majority of the flange 
portion attaching the weld bracket to the metal sheet surface. Applicant may wish to clarify, for 
the record, whether the prior art welds along the majority of the flange portion of the brackets. 
In any event, Stahara has been applied to show that when welding brackets to substrates, it is 
common in the structural arts to weld brackets along the majority of the attachment surface (e.g. 
see Figure 1). In view of Stahara, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to weld the brackets (described in applicant's description of 
the prior art) along the majority of their attachment surface because Stahara shows this to be a 
typical method of welding brackets to substrates in the prior art and it would be understood by 
the skilled artisan that this would result in better bonding between the bracket and the metal 
surface. Although Stahara's brackets may not be intended for vehicle construction, Stahara is 



Application/Control Number: 1 0/680,568 Page 6 

Art Unit: 1775 

applied to show basic welding concepts used in the metal welding art for attaching brackets to 
substrates. It must be assumed that one of ordinary skill in the metal welding art would be aware 
of basic welding practices used in the welding art. Applicant's description of the prior art also 
differs from the pending claims in that the description of the prior art may not contain the 
relationship or function between the depth of the flange portion and the sheet metal thickness 
described by the claims. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to optimize the dimensions of the prior art flanges to be sufficient for the 
structural requirements that would be expected to be necessary to sufficiently couple the sheet 
metal panels to vehicle frames. It would have been understood by one of ordinary skill in the art 
at the time the invention was made that the thickness of the sheet metal and flange materials 
would directly relate to the weight savings desired of the vehicles and would also relate to the 
structural strength of the vehicle panels. It would also be understood that the thickness of the 
sheet metal and flange materials would need to be sufficient to meet the expected structural 
requirements for use in a vehicle. Furthermore, optimizing the dimensions of the flange to meet 
the expected structural requirements would be a mere matter of engineering skill and would have 
been obvious to one of ordinary skill in the art at the time the invention was made in order to 
produce a commercially acceptable product. While it is noted that applicant's specification 
suggests that special results occur when the dimensions of the flange and sheet metal are 
optimized in particular relationships (e.g. see paragraph [0017]-[0019]), no actual evidence has 
been presented in the applicant's disclosure (or during this prosecution) that would show that the 
claimed relationships are patentable distinctions over any other dimensions that one of ordinary 
skill in the art would consider suitable for brackets and metal sheets. 
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12. Regarding the use of applicant's disclosure of the prior art in the rejection, it is axiomatic 
that consideration of the prior art cited by the examiner must, of necessity, include consideration 
of the admitted state of the art found in applicant's specification, In re Davis, 305 F.2d 501, 134 
USPQ 256 (CCPA 1962); In re Hedges, 783 F.2d 1038, 228 USPQ 685 (Fed. Cir. 1986). 
Admitted knowledge in the prior art may be used in determining patentability of the claimed 
subject matter, In re Nomiya, 509 F.2d 566, 184 USPQ 607 (CCPA 1975). 

Response to Arguments 

13. Applicant's arguments, received July 27, 2006, with respect to the pending claims have 
been considered but are moot in view of the new grounds of rejection. 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Zimmerman whose telephone number is (571) 272-1547. 
The examiner can normally be reached on 8:30am-5:00pm, M-F. Supervisor Jennifer McNeil 
can be reached on (571) 272-1540. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/680,568 



Page 8 



Art Unit: 1775 

15. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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